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OFFICE ACTION SUMMARY 



□ Responsive to communlcation(s) filed on ■. : , 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits l8 closed in 
accordance with the practice under Ex parte Quayle, 1 935 D.C. 11 ; 453 O.G. 21 3. 



A shortened statutory period for response to this action is set to expire. 



. month(s), or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims 

l3|fCiaim(s) 



Of the above, claim(s) . 

□ Claim(s) 

ig^Claim(s) 

□ Ciaim(s) 

□ Claims 



/-/o3^ 



Is/are pending In the application. 

. is/are withdrawn from consideration. 

Is/are allowed. 

is/are rejected. 



. is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



. are subject to restriction or election requirement 



□ The drawing(s) filed on 

□ The proposed drawing correction, filed on . 



. is/are objected to by the Examiner. 
Is □ approved □ disapproved. 



□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S;C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
D received. 

□ received in Application No. (Series Code/Serial Number) : 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: : 



□ Aci<nowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachment(s) 
^ Notice of Reference Cited. PTO-892 

^information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Surtimairy,~ PTO-41 3 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



- SEE OFFICE ACTION ON THE FOLLOWING RAOgS • 



PTOL-326 (Rev, 10/95) 
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Art Unit: 1653 



1.) 



Restriction to one of the following inventions is required under 35 U.S.C. 121 : 



I. 



Claims 1-12, drawn to a tissue adhesive, classified in class 514, subclass 21. 



II. Claims 13-25, drawn to a bone adhesive, classified in class 514, subclass 2. 

2. ) III. Claims 26-28, drawn to a system for sealing tissues, classified in class 435, 

subclass 810. 

3. ) IV. Claims 29-36, dravm to a process for producing tissue adhesive, classified in class 

530, subclass 345. 

4. ) V. Claims 37-39, drawn to a method for sealing vigorously, classified in class 514, 

subclass 21+.. 

5. ) Inventions I and III and V are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1) the process for using 
the product as claimed can be practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process of using that product (MPEP 

§ 806.05(h)). In the instant case the product as claimed can be used in another and materially 
different process of use such as the system for sealing tissues of group III and the process of 
sealing tissues vigorously, or in a pharmaceutical composition. 

6. ) Inventions I and IV are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
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Art Unit: 1653 



product as claimed can be produced in any of the well known tissue welding, or fusion or hybrid 
techniques. 

7. ) Inventions I and II are unrelated. Inventions are unrelated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions are not capable of use together, and have different modes of operation, different 
functions different effects, and act at different sites in the body. 

8. ) Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

9. ) Because the inventions are distinct for the reasons given above and the search for each 
group is different, restriction for examination purposes as indicated is proper. 

10. ) Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1.48(b) and by the fee required under 37 CFR 1.17(1). 

1 1 . ) During a telephone conversation with Mr. Louis Cullman on September 9, 1999 a 
provisional election was made with traverse to prosecute the invention of Group I, claims 1-12. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
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12-39 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

12. ) The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. ) Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bass et al. 
C362). 

The Bass reference teaches tissue bonding and seaUng compositions and methods of use. 
The reference teaches that the components of the adhesive includes proteins which are globular 
proteins and fibrous proteins which include collagen and albumin. See column 4 lines 11 -68 and 
column 5. The sealant or adhesive also includes crosslinJcing moieties. The components can be 
modified. The compositions are activated through the application of energy and/or photons. The 
reference teaches sound energy in the ultrasonic|see column 5 lines 65-66. 

The instant invention is drawn to a tissue adhesive which comprises a mixture of 
ultrasonically treated fibrous protein, ultrasonically treated globular protein and a cross linking 
agent. 

The difference in the prior art and the instant invention if there is one, is the specific 
components and the ratio cf ingredient content. 
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It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to use ultrasonic energy on the components and to use a crosslinking agent 
and a fibrous protein and a globular protein as taught by the prior art in view of the prior art 
disclosures. One would expect the instant invention composition tissue adhesives or sealants in 
view of the prior art disclosures in the absence of a showing of unexpected results. 
14.) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Avis Davenport, whose telephone number is (703) 308-4002. 
The examiner can normally be reached on Tuesday-Friday from 8:30 a.m. to 6:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Christian Low, can be reached on (703) 308-2923. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



A. Davenport:jmr 




AVISM.DAVEI«>ORT 
PRIMARY EXAMINER 
GROUP im^uca 



April 10, 2000 



